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APPEAL BRIEF 

 Appellants and Applicants Kimsaprincess Inc., Khlomoney Inc., and 2Die4Kourt 

(collectively, “Applicants”) submit this brief pursuant to Sections 2.126 and 2.142 of the 

Trademark Rules of Practice in support of their appeal from the Examining Attorney’s final 

refusal to register the mark DASH (“Applicant’s Mark”) on the Principal Register in Class 35 for 

“[r]etail store services featuring apparel, footwear, and fashion accessories, but excluding, 

eyewear, namely, eyeglasses, eyeglass frames, sunglasses and eyeglass cases.”  Applicants 

believe the Examining Attorney’s contentions and conclusions to be in error and ask that this 

Trademark Trial and Appeal Board reverse the refusal and approve this mark for publication.   

I.       RELEVANT PROCEDURAL HISTORY 

 On February 23, 2011, Applicants filed their use-based application seeking to register the 

DASH mark on the Principal Register for “[r]etail store services featuring apparel, footwear, 

accessories, and a variety of other goods” in Class 35.   

 On May 26, 2011, the Examining Attorney rejected the application claiming Applicants’ 

Mark was likely to be confused with over 70 U.S. DASH and DASH-formative registrations and 

applications for a wide range of goods and services.  The Examining Attorney also suggested 

Applicants limit the scope of the recitation of services to “retail store services featuring apparel, 

footwear, and fashion accessories.”     

On November 28, 2011, Applicants responded and agreed to limit the scope of the 

recitation of services to that which the Examining Attorney suggested.  However, Applicants 

maintained that the claimed likelihood of confusion with over 70 other DASH and DASH-

formative registrations and applications was illusory because of the number of third parties using 

the mark in connection with a wide range of goods and services demonstrated consumers are 

able to discern that not all “DASH” products originate from the same source and thus would not 

be confused by Applicants’ Mark.  Additionally, Applicant argued that Applicant’s Mark evokes 

a different commercial impression than any of the more than 70 other registrations and 



3 
 

applications cited.   

 On December 21, 2011, the Examining Attorney issued a final Office Action, accepting 

the amended recitation of services, but whittling down his previous list of more than 70 DASH 

and DASH-formative marks, claiming that Applicants’ Mark is likely to be confused with two 

(2) registrations (collectively, “Cited Marks”): DASH (U.S. Reg. No. 1807678) in Class 25 for 

“pants, shirts, sweatshirts, sweatpants, hosiery, jackets, shoes, waistcoats, T-shirts, shorts, hats, 

headbands, wristbands, leggings, shoulder belts, belts, sweaters, blouses, underwear, vest tops, 

blazers, and coats” owned by ABG HMX, LLC (“ABG”); and DASH (U.S. Reg. No. 2670119) 

in Class 9 for “[e]yewear, namely eyeglasses, eyeglass frames, sunglasses and eyeglass cases” 

owned by Cross Optical Group, Inc. (“Cross Optical Group”) (collectively, “Registrants”).  As 

further basis for the refusal, the Examining Attorney asserted Applicants’ retail store services 

actually featured clothing articles and fashion eyewear belonging to the Registrants of the Cited 

Marks, but provided no evidence to support his position.         

 Applicants filed a Request for Reconsideration and a Notice of Appeal on June 21, 2012, 

pointing again to the significant number of DASH and DASH-formative registrations and 

applications originally raised by the Examining Attorney (which were being conveniently 

ignored) and emphasizing the different commercial impression with the Cited Marks.  The 

Examining Attorney denied the Request for Reconsideration on July 20, 2012, claiming 

Applicants’ retail store services featured clothing and eyewear belonging to the Registrants and 

incorrectly dismissing the relevance of the more than 70 DASH and DASH-formative marks.  

Applicants sought a suspension of the appeal on September 17, 2012, based upon an impending 

Section 8 and 15 deadline for the DASH mark (U.S. Reg. No. 2670119), which was later filed by 

the Registrant.  Then on November 20, 2012, Applicants submitted a Request to Remand and 

Request to Amend the Application to limit the scope of services to exclude “eyewear, namely, 

eyeglasses, eyeglass frames, sunglasses and eyeglass cases,” which the TTAB accepted, entered 

and remanded.   On November 27, 2012, the Examining Attorney maintained his rejection still 

claiming a likelihood of confusion existed with the Cited Marks.  On January 18, 2013, 
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Applicants requested a suspension based upon another impending Section 8 and 15 deadline for 

DASH (U.S. Reg. No. 1807678), which was later filed by the Registrant during the grace period.  

The appeal subsequently resumed on June 17, 2014.     

II.     ARGUMENT 

Applicants’ Mark is sufficiently dissimilar from the Cited Marks to overcome a Section 

2(d) refusal.  The Examining Attorney failed to consider the Applicants’ Mark’s meaning is a 

reference to Applicants’ well-known KARDASHIAN name and brand, that Applicants’ retail 

services are marketed to niche customers, and that retail services are dissimilar and expressly 

classified in a different International Class than the goods offered under both of the Cited Marks.  

More importantly, the Examining Attorney improperly relied upon manufactured evidence 

regarding the alleged presence of Registrants’ goods in the Applicants’ retail stores that was not 

made part of the record, and refused to address the weakness of the Cited Marks based on the 

evidence.      

A.     Legal Standard Governing Section 2(d) of the Lanham Act 

In determining whether a likelihood of confusion exists, the issue is not whether the 

actual goods are likely to be confused but, rather, whether there is a likelihood of confusion as to 

the source of the goods or services.  Trademark Manual of Examining Procedure (“TMEP”) § 

1207.01.  Even in instances where the goods or services at issue are similar or identical, a 

likelihood of confusion will only be found if the relevant purchasing public is likely to 

mistakenly believe that applicant’s goods or services originate from the same source as the 

registrant’s goods or services.  FBI v. Societe: “M. Bril & Co.”, 172 U.S.P.Q. 310 (TTAB 1971).  

For such a likelihood of confusion to exist, consumer confusion must be probable, not merely 

possible.  Cohn v. Petsmart, Inc. 281 F.3d. 837, 842 (9th Cir. 2002).   

As set forth below, the Examining Attorney failed to give proper weight to: (a) the 

weakness of the Cited Marks given the large number of DASH and DASH-formative marks that 

co-exist on the Principal Register and in the marketplace; (b) the different meanings and 

commercial impressions created by the Applicants’ Mark as compared to the Cited Marks; (c) 
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the differences in the Applicants Retail services from the Registrants’ consumer goods; and (d) 

the different marketing methods used and selection process of customers for purchases.     

 B.     The Cited Marks Are Weak and Should Be Afforded Limited Protection 

  1.     The Examining Attorney Improperly Disregarded Applicants’ Evidence 

The Examining Attorney improperly disregarded Applicants’ argument that the term 

“DASH” is weak based on a substantial number of third-party registrations for other DASH and 

DASH-formative marks for related goods and services.  As such, the Examining Attorney did not 

give Applicants’ argument the weight it should have been given.  Specifically, the Examiner 

noted that Applicant “merely submitted a list of registrations” without formally admitting those 

registrations into evidence.  However, it was the Examining Attorney who first admitted these 

third-party registrations into evidence, thereby allowing an adverse party—i.e., Applicant—to 

consider that evidence for a relevant purpose.  By submitting and citing to the more than 70 

registrations and applications in support of his refusal to register Applicants’ Mark, the 

Examining Attorney made such evidence of record.  See TMEP § 1207.01(d)(iii) (“To make 

registrations of record, copies of the registrations or the electronic equivalent thereof (i.e., 

printouts or electronic copies of the registrations taken from the electronic database of the 

USPTO) must be submitted.”).  In reliance on those same registrations, Applicants argued that 

the term “DASH” is weak because of the numerous DASH and DASH-formative marks co-

existing on the Principal Register.  Inexplicably, however, in his Final Office Action, the 

Examining Attorney expressly ignored Applicants’ argument and the evidence on the basis that 

Applicants did not submit duplicate copies of the registrations.   

The Examining Attorney’s decision was faulty for two reasons.  First, the TMEP does not 

require that each party—i.e., Applicant and Examining Attorney—rely only upon evidence 

submitted by that party.  See TMEP 1207.01(d)(iii); see also TMEP 710.03.  Rather, the 

requirement of admissibility of third-party registrations is achieved once copies of those prior 

registrations are submitted to the Trademark Office, regardless of which party introduces the 

registrations into evidence.  Similar to inter-party proceedings, “once a document is admitted 
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into evidence, it may be relied upon by an adverse party and considered by the Trademark Board 

for any relevant purpose.”  MCCARTHY ON TRADEMARKS § 20:122.  Second, even if the 

Examining Attorney’s interpretation of the rules is assumed to be correct (which it is not), the 

Examining Attorney’s early reference to the more than 70 registrations and applications amounts 

to a stipulation that those registrations are made part of the record.  See In re Melville Corp., 18 

U.S.P.Q.2d 1386, 1388 n. 3 (TTAB 1991) (“Merely listing registrations is insufficient to make 

such registrations of record . . . [h]owever, where the examining attorney has referred to the 

listed registrations as if they had been properly submitted, we consider them to have been 

stipulated into the record.”). 

Applicant notes that the Examining Attorney subsequently addressed Applicants’ 

argument in his Reconsideration Letter, but his wholesale disregard for Applicants’ argument 

when first presented was in error and deprived Applicants of a meaningful opportunity for 

review of its application during the examination period.        

 2.     The Evidence Demonstrates the Cited Marks Are Weak 

The Cited Marks have limited protection due to numerous third party uses in association 

with an extremely wide range of goods and services.  As discussed, the Examining Attorney 

improperly disregarded evidence in the record, namely the more than 70 DASH and DASH-

formative marks cited during the examination, which on their face establish the Cited Marks are 

weak.  Further, in his denial of Applicants’ Request for Consideration, the Examining Attorney 

incorrectly concluded that “none of Applicant’s submitted third party registrations show use of a 

similar mark for similar goods and/or services as the cited registrations.”  This is not the case—

the Examining Attorney himself first entered into the record the numerous registrations and 

applications for DASH and DASH-formative marks used in connection with similar goods and 

services as the Cited Marks.  

If the evidence establishes the consuming public is exposed to third-party use of similar 

marks on similar goods, it is relevant to show that a mark is relatively weak and entitled to only a 

narrow scope of protection.  Palm Bay Imports Inc. v. Veuve Clicquot Ponsardin Maison Fondee 
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En 1772, 73 U.S.P.Q.2d 1689, 1693, 396 F.3d 1369 (Fed. Cir. 2005); see also In re Broadway 

Chicken, Inc., 38 U.S.P.Q.2d 1559, 1565-66 (TTAB 1996).  For example, in In re Broadway 

Chicken, an application for the mark BROADWAY CHICKEN was denied by the assigned 

examiner based on his assertion that there was a likelihood of confusion between the applicant's 

mark and other registrations containing the term “Broadway,” for example, BROADWAY 

PIZZA, BROADWAY CARRYOUT and BROADWAY DELI.  Id.  In its reversal of the 

examining attorney’s refusal, this Board stated that “evidence of widespread use, in a particular 

field of marks containing a certain shared term is competent to suggest that purchasers have been 

conditioned to look to other elements of the marks as a means of distinguishing the source of 

goods or services in the field.”  Id. at 1565-66.  Thus, although the decisions of other trademark 

examining attorneys have little evidentiary value and are not binding, the third party registrations 

and applications first introduced in this case by the Examining Attorney have great probative 

value in that they show that the Cited Marks are only entitled to a narrow scope of protection.  

TMEP § 1207.01(d)(iii).   

In this case, the Examining Attorney incorrectly failed to consider the impact of the wide 

ranging use of the term “DASH” by numerous third-parties.  Specifically, the Cited Marks co-

exist on the Principal Register, with each other, and a multitude of other DASH and DASH-

formative marks for related goods and services, including retail services, clothing, jewelry, 

eyeglasses, and accessories, as evidenced by the third-party registrations previously made of 

record.1  The term “DASH” is also used by numerous third parties in association with an 

                                              
1 DASH, (Reg. No. 1807678), Class 25 pants, shirts, sweatshirts, sweatpants, hosiery, jackets, shoes, waistcoats, T-
shirts, shorts, hats, headbands, wristbands, leggings, shoulder belts, belts, sweaters, blouses, underwear, vest tops, 
blazers, and coats; DASH, (Reg. No. 2670119), Class 9 Eyewear, namely eyeglasses, eyeglass frames, sunglasses 
and eyeglass cases; MIRROR/DASH, (Reg. No. 3683931), Class 25 Dresses, pants, shirts, sweaters, shoes and 
Class 18 handbags; A DASH OF THE DARING, (Ser. No. 85036230), Class 35 Wholesale ordering and store 
services, and retail store services, all featuring women’s apparel; online wholesale ordering and store services, and 
online retail store services, all featuring women’s apparel; catalog ordering services, wholesale ordering and store 
services, and retail stores services, all featuring women’s apparel; PORTER DASH! (and design), (Reg. No. 
2131161), Class 18 purses, wallets, cosmetic bags sold empty and purses for beauty products sold empty, ladies 
handbags, baby carriers worn on the body, backpacks, all purpose athletic bags, all purpose sport bags, beach bags, 
carry-on bags, clutch bags, duffel bags, leather shopping bags, overnight bags, school bags, shoulder bags, textile 
shopping bags, tote bags, travel bags, garment bags for travel, shoe bags for travel, briefcases, suitcases, luggage, 
key cases and briefcase-type portfolios; WINSTON-SALEM DASH (and design), (Reg. No. 3809136), Class 25 
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Clothing, namely, aprons, athletic uniforms, bandanas, boxer shorts, caps, cloth baby bibs, coats, golf shirts, gym 
shorts, gym suits, hats, jackets, jerseys, jogging suits, knit shirts, pajamas, polo shirts, ponchos, pullovers, rain coats, 
rainwear, sweaters, sweat pants, sweat shirts, sweat suits, socks, sport shirts, t-shirts, tank tops, ties, visors, wind 
resistant jackets and wristbands; RADASH, (Ser. No. 85329448), Class 25 Clothing, namely, tops, bottoms, and t-
shirts; LIVE YOUR DASH, (Ser. No. 85517287), Class 14 Keychains as jewelry, Class 16 stickers, Class 18 tote 
bags, Class 21 Plastic water bottles sold empty, Class 24 textile wall hangings, Class 025, hats; shirts; LIVE YOUR 

DASH, (Ser. No. 85542356), Class 14 Rubber or silicon wristbands in the nature of a bracelet; LIVE YOUR 

DASH (Reg. No. 4141664), Class 14 Rings; DEALDASH (Reg. No. 3914068), Class 35 On-line retail store 
services featuring a wide variety of consumer goods or others; MIDDAY DASH, (Ser. No. 85529736), Class 35 
Computerized on-line retail store services in the field of clothing; MORE DASH THAN CASH, (Ser. No. 
85270504), Class 25 Clothing, namely, shirts, pants, shorts, jackets, coats, ties cummerbunds, suspenders, 
underwear, vests, sweaters, suits, hats, scarves, gloves, socks, shoes, belts, pajamas, dressing gowns, bathrobes, 
dresses, skirts, headbands, nightgowns, lingerie, stockings; LIVE YOUR DASH –MAKE EVERY MOMENT 

MATTER-- (and design), (Serial No. 85087798), Class 16 Gift books featuring poems and prose relating to living 
the “dash,” that is, the years between birth and death, inspirational books, greeting cards, note cards, note pads, 
posters, and prints, Class 21 Cups and mugs, Class 25 T-shirts, Class 41 Entertainment services, namely, providing a 
website featuring video poetry and prose presentations in the field of inspirational or motivational topics for adults 
and children; THE DIRTY DASH DD (and design), (Reg. No. 4118734), Class 25 Hooded sweat shirts; Sweat 
Shirts; Long-sleeved shirts; short-sleeved shirts; Sports shirts; Sweat shirts; T-shirts; Tank tops; hats; visors; shorts; 
sweat pants; DASH BOARD, (Reg. No. 4119281), Class 25 Belts; belts for clothing; Bermuda shorts; boxer shorts; 
briefs; collared shirts; crew neck sweaters; dress shirts; jumpers; long-sleeved shirts; men’s underwear; mock 
turtleneck sweaters; open-necked shirts; overalls; pants; polo shirts; raincoats; shirts; shirts and short-sleeved shirts; 
short-sleeved or long-sleeved t-shirts; short-sleeved shirts; shorts; sweaters; T-shirts; tee shirts; turtleneck sweaters; 
undergarments; underwear; underwear, namely, boy shorts, v-neck sweaters; waist belts; STASH ‘N DASH (and 

design), (Reg No. 4052567), Class 25 Scarves; FASHION DASH, (Reg. No. 4023715), Class 35 Computerized on-
line retail store services in the field of clothing; SMG DASH, (Reg. No. 4057239), Class 35 Business marketing 
services in the fields of customer experience and customer satisfaction measurement in retail consumer goods, 
restaurant, and service industries, and business marketing services in the field of employee retention; and 
preparation of written and electronic reports in connection with the foregoing, namely, preparation of business 
reports; DIAMOND DASH, (Ser. No. 79096762), Class 9 Computers, computer programs recorded and 
downloadable, in particular computer, video, online and browser games and computer game programs for mobile 
phones, Class 25 clothing, namely, outerwear, namely, jackets, T-shirts; headgear, namely, hats, caps, Class 28 
electronic game machines with displays, not for connecting to an external display screen or monitor, in particular 
computer, video, online and browser game machines, in each case others than those adapted for use with an external 
display screen or monitor, as far as included in this class, Class 35 Advertising, online advertising in a computer 
network, dissemination of advertisements, distribution of advertising material, namely, flyers, leaflets, printed 
matter and samples, Class 38 Providing access to an Internet page and electronic transmission of information in the 
form of text, images, speech and sounds via an Internet page; arranging and renting of access rights to an Internet 
page; providing access to a software in data networks for Internet access; broadcasting of movie, television, radio, 
BTX, video text, teletext programs or broadcasts, in particular advertising spots; providing access to databases; 
providing access to information from a database or from the Internet, Class 41 Organizing of games in the Internet; 
entertainment, namely, providing online computer, video, and browser games, computer game programs for mobile 
phones and providing entertainment information on the Internet; providing game service offered online; ZIP AND 

DASH, (Reg. No. 3319698), Class 25 Clothing, namely, dresses; DOLLAR DASH, (Reg. No. 2970189), Class 35 
Retail store services featuring convenience store items and gasoline; STASH ‘N DASH, (Reg. No. 3955871), Class 
25 Scarves; DASH & DIESEL, (Reg. No. 3751990), Class 25 Children and baby clothing, namely, hats, t-shirts, 
infant and toddler one piece clothing, jackets; LIVE YOUR DASH, (Reg. No. 4042342), Class 14 Jewelry, namely, 
bracelets, brooches, charms, lapel pins, necklaces, and pins; LIVING IN THE DASH (and design), (Reg. No. 
3533508), Class 25 Shirts, t-shirts, polo shirts, sleep shirts, golf shirts, long sleeved shirts; D DASH IN (and 

design), (Reg. No. 2978044), Class 16 Non-magnetically encoded prepaid telephone calling cards, Class 29 Deli 
products, namely, luncheon meats, cheese, potato salad, salads, namely fruit salad and lettuce salad; non-carbonated 
beverages, namely, milk, soy-based food beverage used as a milk substitute, Class 30 Bakery goods; deli products, 
namely, pasta and macaroni salad, pizza; sandwiches, sandwich wraps, submarine sandwiches; non-carbonated 
beverages, namely, coffee, coffee-based beverages containing milk, tea, iced tea; breakfast croissants, bread, Class 
35 Retail stores services featuring convenience store items and gasoline; DASH IN, (Reg. No. 3060794), Class 16 
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extremely wide range of goods and services across all classes. 2  Because Applicants’ Mark 

                                                                                                                                                  
Non-magnetically encoded prepaid telephone calling cards, Class 30 Bakery goods; deli products, namely, pasta and 
macaroni salad, pizza; sandwiches, sandwich wraps, submarine sandwiches; non-carbonated beverages, namely, 
coffee, coffee-based beverages containing milk, tea, iced tea; breakfast croissants; bread, Class 32 Carbonated and 
non-carbonated beverages, namely, soft drinks, fruit juices, smoothies, beer; drinking water, Class 35 Retail store 
services featuring convenience store items and gasoline;  ·− DOT DASH (and design), (Reg. No. 4073016), Class 9 
Eyewear, sunglasses; parts, fittings and accessories for eyewear and sunglasses, namely, cases, chains, cords, 
frames, support bands and straps; and MAD DASH, (Ser. No. 77938357), Class 9 Laptop carrying cases; Notebook 
computer carrying cases.  (Req. for Recons. at 1-7.) 
 
2 DASH, (Ser. No. 77674996), Class 35 Retail store services featuring lottery tickets; DASH, (Reg. No. 4112316), 
Class 35 online retail store services featuring data, content, media and applications in the nature of music, digital 
pictures and video for access, display and play by a desktop digital electronic device, but not including computer 
games of any kind; DASH, (Reg. No. 3719384), Class 9 Computer game software; Electronic game software; Game 
software; Video game software; DASH (stylized), Reg # 2883496, Class 9 Personal computers, monitors, keyboards 
and communications services for personal computers computer hardware used for data and file storage retrieval and 
management, namely, disc arrays, disc storage units and tape storage units; DASH, (Reg. No. 2682341), Class 9 
Personal computers, monitors, keyboards and communications services for personal computers computer hardware 
used for data and file storage retrieval and management, namely, disc arrays, disc storage units and tape storage 
units; DASH, (Reg. No. 4112316), Class 9 digital desktop electronic devices for accessing, displaying and playing 
data, content, media and applications provided via the Internet and global computer networks but not including 
computer games of any kind; desktop radios incorporating digital clocks; desktop devices for displaying weather 
conditions, namely, desktop digital electronic devices for displaying weather reports gathered from the Internet and 
global computer networks, Class 35 online retail store services featuring data, content, media and applications in the 
nature of music, digital pictures and video for access, display and play by a desktop digital electronic device, but not 
including computer games of any kind and Class 38 electronic transmission of data, content, media and applications 
via the Internet, global computer networks, wireless networks and electronic communication networks to desktop 
digital devices; DASH, (Reg. No. 3788820), Class 9 wireless handheld telecommunications devices, namely, 
wireless telecommunications devices that combine wireless voice and data telecommunications functions, digital 
imaging functions, computing functions, permit the two-way wireless transmission of email and text, permit wireless 
access to a global computer network, and multimedia functionality; DASH, (Reg. No. 3993649), Class 9 Computer 
programs for secure content delivery and host authentication; DA$H (stylized), (Reg. No. 4067925), Class 9 Sound 
recordings and downloadable sound recordings featuring music and music performances; DVDs and audiovisual 
recordings and downloadable audiovisual recordings featuring music and music performances; audio and video 
cassettes and audio and video compact discs, all featuring musical sound recordings and performances; phonograph 
records featuring sound recordings and musical performances; laser discs featuring sound recordings and musical 
performances; DASH, (Ser. No. 85105192), Class 9 Downloadable software in the nature of mobile applications for 
use with smart phones, PDA devices, tablet computers and other portable handheld digital electronic communication 
devices, featuring content from magazines in the fields of food, beverages and recipes; DASH, (Reg. No. 3406729), 
Class 9 pedometers; DASH, (Reg. No. 2194335), Class 10 patient bedside monitor for monitoring patient 
physiological data; DASH, (Reg. No. 4040550), Class 10 Image-guided localization apparatus for surgical 
applications; DASH, (Reg. No. 3548998), Class 10 Deformable surgical retractors having an outer absorbent or non-
absorbent pad and an inner reinforcing metal or polymeric matrix; DASH, (Reg. No. 2194172), Class 10 patient 
monitors for monitoring ECGs, blood pressure, pulse oximetry and temperature; DASH, (Reg. No. 2037290), Class 
10 disposable medical gloves; DASH, (Reg. No. 3832770), Class 3 cosmetics in general, including perfumes; 

DASH, Reg # 4060604, Class 26 Hair extensions, wigs, hairpieces, and add-in and add-on hair accessories 
constructed primarily of synthetic and/or human hair; DASH, (Reg. No. 3884087), Class 3 Dentifrices, toothpaste, 
cosmetic tooth whitener, bleaching preparations and tooth whitening kits for cosmetic purposes; DASH, (Reg. No. 
3757468), Class 32 Fruit flavored soft drinks; DASH (and design), (Reg. No. 3881117), Class 32 Fruit flavored soft 
drinks; DASH, (Reg. No. 3918197), Class 33 spirits and liqueurs; DASH, (Reg. No. 3939203), Class 16 Magazine 
featuring food, beverages, recipes; DASH, (Reg. No. 3932894), Class 11 lamps; DASH, (Reg. No. 3905520), Class 
11 hot tubs and spas in the nature of heated pools; DASH, (Reg. No. 3260312), Class 5 Vitamins and nutritional 
supplements, Class 16 Publications, namely books, magazines and workbooks dealing with subjects of interest to 
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men and woman, namely self-help and motivational publications and Class 41 Education, namely providing life 
coaching and executive coaching to individuals and groups in the form of personal and/or class sessions and/or 
seminars; DASH, (Ser. No. 85226357), Class 5 feminine hygiene products, namely, sanitary pads and tampons 
DASH (stylized), Reg # 3812076, Class 12 recumbent tricycles; DASHMAT, (Reg. No. 1502106), Class 12 Covers 
for automotive vehicle dashboards, automotive vehicle clip note holders, automotive vehicle visor extenders, and 
automotive vehicle litter containers; DASH II (and design), (Reg. No. 1300256), Class 9 Data Recording Apparatus 
Consisting of a Recording Volt Meter for the Making or Recording of a Permanent Copy on a Graphic Chart; THE 

DASH, (Ser. No. 77607968), Class 16 Paper goods and printed matter, namely, writing paper, note pads, and desk 
pads, Class 21 Housewares and glass, namely, foam insulating sleeve holders for beverage cans and Class 28 Toys 
and sporting goods, namely, flying discs; FASHION DASH, (Reg. No. 3555167), Class 9 Computer game 
software; Electronic game software; Game software; Video game software; DASHCOMMERCE, (Reg. No. 
3690926), Class 9 Computer e-commerce software for users to purchase goods and services via a global computer 
network; INTERTON DASH, (Reg. No. 3885213), Class 10 hearing aids; DASH DIRECT,  
(Reg. No. 4050753, Class 35 Mail order catalog services featuring books; mail order book club services; LAMBDA 

DASH, (Reg. No. 1684960), Class 1 biochemicals; namely, DNA cloning vectors; PATRICIA DASH, (Reg. No. 
3521653), Class 16 cards with and without musical chips sold with costume jewelry; RAINBOW DASH, (Reg. No. 
2900319), Class 28 toy ponies and accessories for use therewith; THE DASH PAD, (Reg. No. 3871739), Class 12 
Anti-slipping dashboard mats for holding personal items that are affixed or specially adapted to the automobile; 
SANITARY DASH, (Reg. No. 1203353), Class 6 Metal Tubing, Rings Mounted About Tubular Products Passing 
Through Openings in a Wall for Covering the Openings, Slip Nuts and Swivel Nuts for Tubular Products and Class 
11 Plumbing Products-Namely, Piping, Traps, Waste Arms and Outlets, Tailpiece Extension Tubes, Reducing 
Tubes, Tubular Connections, Sink Strainers, Bath Waste Piping, Shower Arms, Shower Rods, Wall Flanges for 
Shower Rods; SUNDASH, (Reg. No. 1619723), Class 11 Commercial and residential tanning equipment, namely, 
suntan beds with ultraviolet light; SOFTDASH, (Reg. No. 3629746), Class 12 Motorcycle accessories and 
structural parts, namely, fairing kits, consisting of an inner fairing and parts thereof; DASH 4, (Reg. No. 3293802), 
Class 12 Brake disks; Brake drums; Brake drums for land vehicles; Brake pads for land vehicles; Brake rotors for 
land vehicles; Brake shoes for land vehicles; Brake shoes for motor cars; Brakes for land vehicles; Brakes for motor 
cars; Disc brake pads for vehicles; DASHBIKE, (Reg. No. 3833922), Class 12 bicycles; MIRROR/DASH, (Reg. 
No. 3683931), Class 25 Dresses, pants, shirts, sweaters, shoes and Class 18 handbags; PORTER DASH! (and 

design), (Reg. No. 2131161), Class 18 purses, wallets, cosmetic bags sold empty and purses for beauty products 
sold empty, ladies handbags, baby carriers worn on the body, backpacks, all purpose athletic bags, all purpose sport 
bags, beach bags, carry-on bags, clutch bags, duffel bags, leather shopping bags, overnight bags, school bags, 
shoulder bags, textile shopping bags, tote bags, travel bags, garment bags for travel, shoe bags for travel, briefcases, 
suitcases, luggage, key cases and briefcase-type portfolios; SUPERIOR DASH, (Reg. No. 1994667), Class 12 resin 
coated automobile trim panels; WINSTON-SALEM DASH (and design), (Reg. No. 3809136), Class 25 Clothing, 
namely, aprons, athletic uniforms, bandanas, boxer shorts, caps, cloth baby bibs, coats, golf shirts, gym shorts, gym 
suits, hats, jackets, jerseys, jogging suits, knit shirts, pajamas, polo shirts, ponchos, pullovers, rain coats, rainwear, 
sweaters, sweat pants, sweat shirts, sweat suits, socks, sport shirts, t-shirts, tank tops, ties, visors, wind resistant 
jackets and wristbands; WINSTON-SALEM DASH (and design), (Reg. No. 3724885), Class 16 Paper Goods and 
Printed Matter, namely autograph books, binders, bookmarks, bumper stickers, calendars, catalogs in the field of 
baseball, decals, merchandise bags, newsletters in the field of baseball, note pads, paper containers, paper pennants, 
paper schedules, pens, pencils, postcards, posters, printed awards, printed game tickets, printed guides in the field of 
baseball, reference books in the field of baseball, score books, score cards, score sheets, stationery, stickers, sticker 
albums and trading cards; DASH DESIGNS, (Reg. No. 1871224), Class 12 vehicle accessories; namely, dashboard 
covers, seat belt cushions, tool holders, and compartmentalized storage units specifically constructed for mounting 
on or within a motor vehicle, and steering wheel covers; DASH GEAR, (Reg. No. 3080937), Class 21 wiping 
cloths; DASH LINK (and design), (Reg. No. 1958075), Class 9 software for controlling the operation of and for 
accepting data from recording devices; DASH FLASH, (Reg. No. 3415660), Class 9 Flashing warning lights used 
on motor vehicles utilizing clear or colored lenses, incandescent bulbs, light emitting diodes, and/or stroboscopic 
tubes; DASH-MATE, (Reg. No. 3074085), Class 9 cell-phone case connector; DASH, INC., (Reg. No. 1886528), 
Class 9 telephone equipment; namely, key switch units (KSU's), private branch exchanges (PBX's), and accessory 
equipment; namely, cables, telephones and telephone adapters; DASHTRAC, (Reg. No. 3858081), Class 9 Vehicle 
tracking devices comprised of cellular radio modules, computer software and computer hardware, sensors, 
transmitters, receivers and global positioning satellite receivers, all for use in connection with vehicle tracking, 
vehicle monitoring and anti-theft vehicle alarms; DASHTRAK, (Reg. No. 3151403), Class 9 pedometers; 
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exists in a market is crowded with similar marks, consumers will not likely confuse Applicants’ 

Mark with the Cited Marks because they have learned to carefully pick one out from the other.  

See MCCARTHY ON TRADEMARKS § 11:85.  The differences in the marks and their respective 

goods and services are what consumers are conditioned to notice and distinguish sources of the 

goods and services.  

Based on the multitude of third-party uses of the term “DASH” for related goods and 

services, the inescapable conclusion is that the Cited Marks are weak and can only be entitled to 

a narrow scope of protection.  It is thus apparent that the Examining Attorney erred by failing to 

consider and give proper weight to the evidence in the record regarding the weakness of the 

Cited Marks. 

C.     The Marks Have Different Meanings and Commercial Impressions 

Any likelihood of consumer confusion is further avoided by the fact Applicants’ Mark 

and the Cited Marks have different meanings and commercial impressions.  In making the final 

refusal to register, the Examining Attorney incorrectly concluded that because both Applicants’ 

                                                                                                                                                  
DASHWORKS, (Reg. No. 1779514), Class 9 automotive electronic components; namely, after-market radio 
installation kits and radio connection wiring harnesses; DASH, (Reg. No. 1795636), Class 9 telephone equipment; 
namely, key switch units (KSU's), private branch exchanges (PBX's), and accessory equipment; namely, cables, 
telephones and telephone adapters; DASHKING, (Reg. No. 2896097), Class 12 Motor vehicle, automobile, airplane 
and marine accessories, namely, fitted vehicle covers, fitted automobile covers, fitted truck covers, fitted airplane 
covers, fitted motorcycle covers, fitted boat covers, fitted dashboard covers, fitted rear deck covers for boats and 
vehicles, front-end masks, fitted seat covers for vehicles, boats and airplanes, sun visors for vehicles and automobile 
windshield sunshades; DASHLASER, (Reg. No. 1706543), Class 11 emergency vehicle lights for dashboards or 
roof for vehicle use; DASHLITE (stylized), (Reg. No. 1893052), Class 11 flashlights, specifically, compact 
rechargeable flashlights that recharge from the automobile cigar lighter socket; DASH'S MARKET (and design), 
(Reg. No. 3052487), Class 16 Food wrappers, Class 17 plastic films used as packaging for food and Class 35 Retail 
grocery stores; DASH DESIGNS, (Reg. No. 1871224), Class 12 vehicle accessories; namely, dashboard covers, 
seat belt cushions, tool holders, and compartmentalized storage units specifically constructed for mounting on or 
within a motor vehicle, and steering wheel covers; DASH MATE, (Reg. No. 3553852), Class 27 Floor mats in the 
nature of non-slip pads for use under apparatus to prevent slippage;. DASHPASS, (Reg. No. 3659383), Class 16 
Non-magnetically printed barcode identification and informational entry pass; DASH PATCH, (Reg. No. 898084), 
Class 12 Material to apply to cracks, score lines and holes in floors and walls to provide smooth even surfaces; 
DASH SAVER, (Reg. No. 1863644), Class 12 fitted covers for automobile dashboards and rear parcel shelves; 
MRS. DASH, (Reg. No. 1321064), Class 30 Food Seasoning and Spices; and PAPA DASH, (Reg. No. 1667777), 
Class 30 food seasoning and spices. (Req. for Recons. at 1-7.) 
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and Registrants’ marks are comprised of the term “DASH,” the marks necessarily have the same 

commercial impression, which simply is not true.   

 This Board has held that even identical (or nearly identical) marks for the same or similar 

goods are not likely to be confused if the marks have different meanings and/or commercial 

impressions.  See Revlon, Inc. v. Jerell, Inc., 11 U.S.P.Q.2d 1612, 1616 (S.D.N.Y. 1989) (“Such 

differences of connotation and meaning are key factors in determining the likelihood of 

confusion[;] [d]ifferent connotations themselves can be determinative, even where identical 

words with identical meanings are used.”); see, e.g., In re Sears, Roebuck and Co., 2 U.S.P.Q.2d 

1312 (TTAB 1987) (despite the fact the marks were legally identical in sound and appearance, 

no likelihood of confusion existed between CROSS-OVER for bras and CROSSOVER for ladies 

sportswear because the former term was suggestive of the construction of applicant’s bras, but 

the same term for sportswear was suggestive of clothing that “crosses over” between informal 

and more formal).  The meaning of the respective marks to the target market is significant in a 

likelihood of confusion analysis.  See MCCARTHY ON TRADEMARKS § 23:28.  

 Kim, Khloe, and Kourtney Kardashian, Applicants’ respective principals, are famous 

sisters, fashion icons, and well-known television personalities.  (See a true and correct copy of 

Internet references depicting information about Applicants’ Mark and services attached hereto as 

Exhibit 1.)3  “DASH” is a play on the sisters’ last name “KARDASHIAN” and refers to their 

famous KARDASHIAN brand.  Applicants’ Mark is used in connection with the Applicants’ 

hugely popular chain of “DASH” retail stores, which are featured on the television shows, 

Keeping Up with the Kardashians, Kourtney and Khloe Take Miami, and Kourtney and Kim 

Take New York.  (Id.)  As a result of the Kardashian sisters’ fame and well-known DASH retail 

stores, consumers encountering the Applicants’ Mark immediately connect Applicants’ retail 

store services with Kim, Khloe and Kourtney Kardashian.  (See id.)  Moreover, the evidence on 

record demonstrates that since its adoption in 2006, Applicants’ Mark has received widespread 

                                              
3 Exhibit 1 was previously entered into the record and attached to Applicants’ Office Action Response dated 
November 28, 2011, and marked as Exhibit 1. 



13 
 

publicity.  Not only has Applicants’ Mark been featured on the Kardashians’ popular television 

shows, Applicants’ DASH stores have been the topic of numerous media articles.  (Id.)  In fact, 

Applicants’ Mark even has a dedicated Wikipedia page, further indicating its popularity and 

consumer perception that the term “DASH” is a play on Applicants’ surname Kardashian and is 

associated with the Kardashian sisters.  (Id.).  Thus, consumers immediately connect Applicants’ 

Mark with the Kardashian sisters and are aware that Applicants’ services originate from the 

Applicants.  (Id.)  In contrast, there is no evidence the Cited Marks have a similar meaning or 

commercial impression, or a connection with a famous personality or individual.   

 Because of the different meanings and commercial impressions evoked by the 

Applicants’ Mark and the Cited Marks, they are sufficiently dissimilar and not likely to be 

confused.          

 D.     The Marks Target Different Markets and Consumers 

 The Examining Attorney failed to properly consider the evidence that the services offered 

by Applicants under their mark are marketed to a different set of consumers through distinct 

channels of trade than those of the Cited Marks.  The Applicants and Registrants are not 

competitors—consumers will not encounter Applicants’ services together with the Registrants’ 

goods in the marketplace.  The Examining Attorney claims that the “evidence clearly 

demonstrates that Registrants’ goods are frequently offered in a retail store setting”; however, 

the Examining Attorney submits absolutely no evidence to substantiate this assertion.  Similarly, 

and without providing any supporting evidence, the Examining Attorney incorrectly concludes 

that Applicants retail stores feature Registrants’ clothing and eyewear, which is simply not true.   

 Specifically, the Examining Attorney did not give proper weight to the well-established 

rule that other factors reducing the likelihood of confusion between marks include the method of 

marketing used and the selection process of customers for purchases.  In re E.I. DuPont de 

Nemours & Co., 177 U.S.P.Q. 563 (1973).  If one party’s goods are sold to one class of buyers in 

a different marketing context than the goods of another seller, the likelihood that a single group 

of buyers will be confused by similar trademarks is less likely than if both parties sold their 
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goods through the same channel of distribution.  See McCarthy on Trademarks and Unfair 

Competition § 24:41.  Put another way, if parties are not competing, consumers are not likely to 

encounter both parties’ goods or services together in the marketplace.  See MCCARTHY ON 

TRADEMARKS AND UNFAIR COMPETITION § 24:51.  For example, in Sunenblick v. Harrell, the 

court found no confusion between jazz records and hip-hop records sold under the identical mark 

UPTOWN RECORDS because, although the recordings were both musical products, they were 

marketed to different consumers and sold in separate sections of record stores.  38 U.S.P.Q.2d 

1716, 895 F. Supp. 616, 629 (S.D.N.Y. 1995); see also Harlem Wizards Entertainment 

Basketball, Inc. v. NBA Properties, Inc., 952 F. Supp. 1084, 1095 (D.N.J. 1997) (HARLEM 

WIZARDS for showcase basketball team and WASHINGTON WIZARDS for professional 

basketball team not likely to be confused). 

 The services Applicants offer in connection with Applicants’ Mark are connected to the 

Kardashian sisters’ highly popular DASH chain of retail stores.  (Exhibit 1.) The stores are 

marketed through the Kardashian sisters’ famous television shows and are ancillary to their other 

goods and services, all of which are again associated with the Kardashians’ famous 

KARDASHIAN brand.  (Id.)  The services offered under Applicants’ Mark are targeted to a 

discreet set of niche consumers—fans of the Kardashians—through marketing efforts that are 

primarily intended to promote the sisters’ celebrity KARDASHIAN brand.  (Id.)  For example, 

Applicants’ retail stores are often the filming locale of the Kardashian sisters’ several television 

series.  (Id. at 4.)  In addition, the widespread media publicity Applicants’ Mark has enjoyed 

have made Applicants’ DASH retail stores a tourist attraction.  (Id.).  Consumers entering 

Applicants’ retail stores are immediately made aware that they are visiting the Kardashian 

sisters’ boutique.  (See id.)  In fact, consumers visit Applicants’ DASH stores primarily because 

it is the Kardashian sisters’ store.  (See Id.)  Moreover, the Applicants’ services are provided to a 

niche market.  Applicants’ retail stores feature high-end celebrity brands tailored to the fashion 

savvy consumer.  (Id.)  As such, it his highly unlikely that a consumer encountering Applicants’ 

Mark in the marketplace would confuse Applicants’ services with the goods offered by 
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Registrants.   

 Neither is there any evidence in the record indicating Cited Marks are associated in any 

way to an individual or a celebrity brand or marketed as such—the record is devoid of any 

information regarding the marketing channels of the Cited Marks.  Accordingly, the Examining 

Attorneys’ conclusion that Applicants’ Mark and the Cited Marks travel through the same 

channels of commerce and that Applicants’ services feature Registrants’ clothing and eyewear is 

unsupported by the evidence.              

E. Applicants Services Are Dissimilar From the Registrants’ Goods  

Applicant’s Mark is used in connection with retail services, which are sufficiently 

distinguishable from the goods offered under the Cited Marks.  Any likelihood of consumer 

confusion is further eliminated because Applicants’ services are marketed to different consumers 

through distinct channels of trade than the goods bearing the Cited Marks.  In fact, the 

Examining Attorney erroneously concluded that Applicants’ retail store services feature the 

registrants’ goods.  Not only is the Examining Attorney’s conclusion incorrect, but there is no 

evidence in the record suggesting Applicants actually feature any goods in their retail stores 

belonging to Registrants.     
 
1.    The Examining Attorney Made False Statements of Fact and Relied 

Upon Evidence Not in the Record 

The Examining Attorney bears the burden of presenting evidence to support his refusal, 

which in this case he failed to do.  In re The PaperClip Club, LLC, 2010 WL 985345 (TTAB 

March 2, 2010) (reversed in part because the examining attorney had supplied only argument, 

not proof, on the proximity of the goods/services.).  In his Final Office Action and denial of 

Applicant’s Request for Consideration, the Examining Attorney repeatedly relies upon an 

incorrect statement unsupported by the facts, and thereby draws an incorrect conclusion 

regarding the use of Applicants’ Mark.   

First, the Examining Attorney’s decision was based on a conclusion that “Applicant’s 

[sic] retail store services feature Registrant’s [sic] clothing articles and fashion eyewear.”  This 
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statement is patently false.  Applicants do not feature or sell the Registrants’ goods in 

Applicants’ retail stores.  There is no evidence in the record that suggests otherwise.  Second, the 

Examining Attorney claims he attached webpages to the Final Office Action “showing 

Registrant’s [sic] clothing and eyewear offered by Registrant [sic] in a retail store setting,” but 

none were attached.  In fact, the Examining Attorney failed to attach a single webpage depicting 

use of the DASH mark by either Registrant.  Third, the Examining Attorney’s conclusion that 

“Registrants’ goods are frequently offered in a retail store setting, by the registrant himself [sic] 

and other third party retailers” is not supported by any evidence in the record.   

In this case, the Examining Attorney did not attach even a single website excerpt 

depicting any use of the Cited Marks whatsoever.  Rather, the Examining Attorney attached 

dozens of pages of website excerpts from online retailers such as Macy’s and Pearle Vision 

depicting use of unrelated third-party trademarks for clothing and eyeglasses (e.g., ANNE 

KLEIN; MICHAEL KOHRS; VOGUE), which are irrelevant to the examination of the 

application for Applicants’ Mark.  Even if the Examining Attorney had attached the evidence he 

claims to have attached, such evidence, namely webpages showing Registrants’ use of their own 

respective marks on their own goods, would not demonstrate that Applicants’ retail stores feature 

Registrants’ goods, which again, they do not.  At most, the Examining Attorney’s evidence only 

shows that some retailers sell designer brands offering goods in both Classes 9 and 25, but it 

does not offer any support for the Examining Attorney’s determination that Applicants’ Mark is 

likely to cause consumer confusion with the Cited Marks.  Moreover, the Examiner erred by 

failing to enter into the record the evidence he claims to have relied upon.           

 2.    Applicant’s Services Are Distinguishable from Registrants’ Goods 

Applicants and Registrants are distinguishable because they claim exclusive rights in 

entirely distinct subsets of goods and services.  Applicants seek registration of the DASH mark 

for services in International Class 35, while the Cited Marks are for goods in International 

Classes 25 (clothing) and 9 (eyeglasses), respectively.  As such, Applicants’ retail store services 

are distinguishable from the goods offered under the Cited Marks.  Despite the differences in 
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Applicants’ services and the Registrants’ goods, the Examining Attorney incorrectly concluded 

Applicants’ retail store services were so closely related to Registrants’ goods that consumers 

would likely be confused as to the source or origin of Applicants’ services.   

At a fundamental level, there should be no likelihood of confusion between goods and 

services that the United States Patent and Trademark Office has classified as being distinct.  See 

Parenting Unlimited v. Columbia Pictures Television, 16 U.S.P.Q.2d 1171, 1176 (S.D.N.Y. 

1990) (stating that the fact that the PTO considers the services distinct by classifying them 

differently is an important factor in determining the likelihood of confusion).  Services and 

goods are related, not because they coexist in the same broad industry, but rather, only if the 

services and goods are marketed and consumed in a way such that consumers are likely to 

believe the services and goods are somehow connected to the same source.  See Daddy’s Junky 

Music Stores, Inc. v. Big Daddy’s Family Music Center, 109 F.3d 275, 282-283 (6th Cir. 1997).   

Further, there is no rule that certain goods or services are “per se” related. TMEP § 

1207.01 (a)(iv).  Instead, the totality of the circumstances must be considered, as opposed to a 

single determinative factor; in other words, varying weight must be given to different facts and 

the focus must “always be on marketplace realities” and never be in the “abstract.”  TMEP §§ 

1207.01(a)(iv) and (b).  For example, even if two marks are identical and are offered in 

connection with similar goods, confusion is not likely so long as the goods are not “marketed in 

such a way that they would be encountered by the same persons in situations that would create 

the incorrect assumption that they originate from the same source.” TMEP § 1207.01(a)(1).   

Moreover, a tangential relationship between parties’ goods and services is not enough to create 

consumer confusion under trademark law.  See In re Shoe Works, Inc., 6 U.S.P.Q.2d 1890 

(TTAB 1988) (no likelihood of confusion between PALM BAY women’s shoes and PALM 

BAY shorts and pants).   

In this case, consumers are unlikely to believe Registrants’ goods originate from 

Applicants.  Applicants’ are seeking registration for DASH in Class 35 and expressly exclude 

goods in Class 9.  There is no evidence that Applicants retail stores feature eyewear bearing the 
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DASH mark.  As for Registrant ABG’s goods in Class 25, again, there is no evidence that 

Applicants’ retail stores feature “pants, shorts, sweatshirts, sweatpants, hosiery, jackets, shoes, 

waistcoats, T-shirts, shorts, hats, headbands, wristbands, leggings, shoulder belts, belts, sweaters, 

blouses, underwear, vest tops, blazers, and coats” bearing the DASH mark.  Rather, and as 

demonstrated by the evidence, Applicants’ retail stores feature goods bearing designer brand 

names and celebrity labels, including for example, WHITNEY EVE, LA ROK, MASON, 

BEACH BUNNY, VIX and 6126 COLLECTION by Lindsay Lohan.  Applicants’ Mark is used 

in connection with high-end retail store services, which consumers immediately associate with 

the famous Kardashian sisters.  (Exhibit 1.)   

Based on the significant differences between Applicants’ retail store services and the 

goods bearing the Cited Marks, the Examining Attorney’s conclusion that Applicants’ services 

are so closely related to Registrants’ goods such that consumers are likely to be confused is 

unsupported by the evidence. 

III.      CONCLUSION 

 The Applicants respectfully request that the Board reverse the Examining Attorney’s 

Section 2(d) refusal with respect to Applicants’ Mark and permit publication.  

Dated:  August 15, 2014 
Respectfully submitted, 
GORDON & SILVER, Ltd. 
 /s/ John L. Krieger   
Jennifer Ko Craft, Esq. 
John L. Krieger, Esq. 
Joanna M. Myers, Esq. 
3960 Howard Hughes Parkway, Ninth Floor 
Las Vegas, Nevada 89169 
jcraft@gordonsilver.com 
jkrieger@gordonsilver.com 
jmyers@gordonsilver.com 
 (702) 796-5555 (phone) 
(702) 369-2666 (fax) 
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